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1	Decision/action requested


A decision is requested to amend the Patent Policies of the GSC PSOs to:





Change the emphasis from early patent disclosure to an early declaration of a willingness to license any essential patents.  Such a declaration could be made with each contribution, or could be made as a one-time undertaking for all but exceptional circumstances.





Change the consequences of a refusal to license a patent that is essential to a proposed standard so that the PSO has discretion to approve the standard nonetheless, with appropriate warning to implementors.





Add reference to the possibility that an essential patent may not be declared until after a standard has been approved, and include discretion in such an eventuality to withdraw or affirm the approved standard.





Further, a decision is requested to reaffirm the intent of PSOs to avoid involvement in arbitration of patent validity or applicability to specific standards.


 





2	References





ATM Forum, Intellectual Property Rights, www.atmforum.com


Frame Relay Forum, Intellectual Property Policy, www.frforum.com


Digital Audio Visual Council, IPR Policy, www.davic.org


Internet Engineering Task Force, Intellectual Property Rights, ftp://ds.internic.net/rfc/rfc2026.txt








3	Abstract


One of the goals of the GSC is to pursue harmonization of Patent Policies and guidelines among the GSC Participating Standards Organizations.  Following a review of Patent Policies of the PSOs, it appears that there have been few significant changes or updates since GSC2.  However, as experience in applying the Patent Policies of the PSOs increases, some stress points are beginning to appear.  The Patent Policies of telecommunications industry forums and consortia can offer some guidance in responding to the weaknesses of the PSO Patent Policies.  GSC4 offers an opportunity to take a leadership role by exploring a harmonized approach to Patent Policies among PSOs, forums and consortia.





4	Rationale


GSC is the premier forum for the development of a common policy towards telecommunication standards issues.  Not only can the PSOs use the opportunity to reach consensus on common policy goals, but the leadership demonstrated by GSC can have a positive influence towards the development of common policy throughout the telecom standards community, including the many non-accredited forums and consortia.





Patent Policy is a subject which has frequently been on the GSC agenda.  As part of GSC2, TSACC reported on an analysis of the Patent Policies of the PSOs and the development of TSACC’s own patent policy.  Since GSC2, the Patent Policies of most of the PSOs have remained stable.  The one exception has been ETSI.  The new Patent Policy recently issued by ETSI now conforms in its major elements with the policies of the other PSOs.  As a generalization, the PSO Patent Policies have the following major elements.





A.  Disclosure of Patent Interests	“Early” disclosure encouraged





B.  License Options			B.1  Free of charge


					B.2  Reasonable terms, non-discriminatory basis


					B.3  Refusal to grant license





C.  Notice				Notice of license requirement included in the 							published standard





D.  Records				Records of disclosures kept by the SDO





E.  If License Is Refused			E.1  Revise the standard to use an alternative 							technology


					E.2  Withhold the standard





F.  Disclaimer				The SDO is unable to validate patent claims





Events of recent years have shown a trend towards increased involvement of patented material in telecom standards.  Thus Patent Policies have been increasingly put to the test.  Some stresses have begun to appear as selection by patent holders of Option B.3 above, Refusal to grant license, occurs.  In the context of the general elements of PSO Patent Policies, the following observations can be made.





Early disclosure of patent interests is not the norm.  Late disclosure, i.e. just prior to approval of the standard, has jeopardized some significant investments in standards development time and effort.





The prescribed consequences of Option B.3 above, namely revise of the standard to use an alternative technology or withhold the standard, are proving to be impractical and/or unpalatable in at least some instances.  Some parties have expressed the opinion that withholding a standard is a worse outcome than proceeding with a standard despite possible patent dependencies.





Some SDOs have been tempted to establish patent evaluation or arbitration techniques.





A strategy is lacking to deal with disclosures of patent interests which come after the affected standard has been approved.





Thus we see that some re-examination of the Patent Policies of the PSOs is in order.








5	Issues for Discussion


In contemplating a response to the general trends described above, the experiences of the forums and consortia can be of use to us.  The last ten years has seen a proliferation of telecom industry forums and consortia many of which are engaged in some form of standards development.  The growing prevalence of patented material is also a factor in the work of the forums and consortia.  Many of the forums and consortia have therefore adopted Patent Policies.  Let us now examine the concerns above in the light of experience in the forums and consortia.  (In what follows, the words “standard” and “contribution” are used for simplicity, although some forums and consortia use other names for their documents.)





The Digital Audio-Visual Council (DAVIC) has a rigorous approach to the requirement for early disclosure.  The DAVIC requirement is that authors must indicate in writing at the time they submit their contribution that they are willing to license as per Option B.1 or B.2 above any patented material contained in their contribution.  DAVIC reserves the right to disqualify any contribution without such a declaration.





One weakness with the DAVIC approach is that the GSC PSOs deal with a large number of contributions, many in electronic form, and the requirement to have each contribution accompanied by a declaration, on official company letterhead, of willingness to license would be burdensome.  However, it is important to note that the DAVIC approach concentrates on determining the willingness of the contributor to license IF patents are involved and does not concentrate on determining whether patents are in fact involved in the contribution.  This relieves the contributor from having to determine which of their patents may be relevant to which of their contributions, and eliminates possible confusion surrounding patents that may have been filed but not yet granted.  





A reasonable hypothesis is that if a contributor is willing to license at all, then they are probably willing to license in all, or at least most, instances.  Thus it may be that a contributor would be willing to declare once their willingness to license on behalf of all subsequent contributions.  Such a one-time declaration would not preclude the possibility of announcing an intention not to license on an exception basis in the context of a specific contribution.





The ATM Forum has a different approach to draft standards which have declared patent dependencies with refusals to comply with Options B.1 or B.2 above.  Rather than rework the standard or withhold the standard, the ATM Forum Patent Policy calls for a vote.  A 3/4 majority affirmative vote of Principal Members is necessary to approve the standard.  The published standard will contain a notice to implementors that a patent rights claim has been made against the standard.  It is presumably then up to the implementor to seek an arrangement with the patent holder, or not, as they see fit.





The philosophy of the Internet Engineering Task Force (IETF) is similar to that of the ATM Forum.  If patent interests are declared, and license under Options B.1 or B.2 above is refused, the IETF will allow a delay in the progress of the standard while the IETF leadership attempts to reverse the refusal.  However, if the outcome of such an attempt is negative, the standard will resume its progress towards completion and adoption regardless.  It may be that members will be influenced in their attitude towards approving the standard, but approval is possible nonetheless and unlike the ATM Forum, the requirement for approval is no different than if the standard had no patent considerations attached to it at all.





The Patent Policy of the Frame Relay Forum offers complete flexibility in dealing with refusals to license.  No delay or change of any sort is described in the Patent Policy in case a refusal to license an essential patent is encountered.  Presumably the FR Forum has exactly the same approval options for a patent-free standard as for a patent-affected standard.





 As regards the possibility of an SDO entering into a process of investigation or arbitration to determine whether a patent is actually relevant to the standard for which relevance is claimed by the patent holder, or whether a patent is valid, the forums and consortia have exactly the same approach as the present Patent Policies of the PSOs.  That is to say, to the best of this writer’s knowledge, none of the forums and consortia is willing to take any position on patent validity or applicability.  This is rightly so, since the questions of patent validity and infringement are legal matters which only a court of law can determine within any given sovereign political jurisdiction.





 The patent Policies of the GSC PSOs typically do not cover the case in which patent disclosure is received after the affected standard has been approved.  In this instance we can learn from the approach taken by the FR Forum.  The FR Forum explicitly acknowledges the possibility that patent implications for a particular standard may only come to light after the standard has been approved.  However, no actions are mandated should such a circumstance arise.  The FR Forum Patent Policy  allows for the possibility that the previously-approved standard may be withdrawn, but withdrawal is not mandatory. The FR Forum has full discretion to decide a course of action for each occurrence in accordance with its merits.  Note that this is the same philosophy which the FR Forum adopted for refusals to license patented material received in advance of approval of a standard, as described previously.








6	Recommendations


Some of the features of the Patent Policies adopted in various telecommunications industry forums and consortia can be instructive to the GSC PSOs in strengthening their own Patent Policies.  In particular, this contribution recommends that the GSC PSOs amend their Patent Policies to:





Change the emphasis from early patent disclosure to an early declaration of a willingness to license any essential patents.  Such a declaration could be made with each contribution, or could be made as a one-time undertaking for all but exceptional circumstances.





Change the consequences of a refusal to license a patent that is essential to a proposed standard so that the PSO has discretion to approve the standard nonetheless, with appropriate warning to implementors.  





Add reference to the possibility that an essential patent may not be declared until after a standard has been approved, and include discretion in such an eventuality to withdraw or affirm the approved standard.





Further, this contribution recommends that the GSC PSOs reaffirm their intent to avoid involvement in arbitration in the legal matters of patent validity or applicability to specific standards.





Finally, as part of the expanding dialog between the GSC PSOs and forums and consortia, further study with the forums and consortia to compare experiences with implementing Patent Policies would be desirable.








7	Contact


Jim MacFie


Nortel


Dept. 6L00, MS 357


P.O. Box 3511, Station C


Ottawa, Ontario


Canada		K1Y 4H7


Tel.: +1 613 765 6641


Fax: +1 613 763 4461


E-mail: jmacfie@nortel.ca
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